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By the Board:

On August 11, 2000, opposer, Time Warner
Entertai nment Conpany L.P., filed an opposition against
registration of the design mark reproduced bel ow for

“beer and ale”:!

L MApplication Ser. No. 75/813,747, filed Qctober 4, 1999; first
use in comerce alleged as of June, 1985.



In the notice of opposition, opposer alleges that
the mark so resenbl es opposer’s previously-used and
regi stered TASMANI AN DEVIL marks for notion picture,
video and television filnms featuring animati on and/ or
musi c? as to cause confusion, mstake, or deception anpng
purchasers. Opposer also alleges that applicant’s mark
is deceptive under Section 2(a) of the Trademark Act;
that applicant's mark is primarily geographically
descriptive or deceptively m sdescriptive under Sections
2(e)(2) and 2(e)(3) of the Act; that applicant’s mark

dilutes the distinctive quality of opposer's nmarks under

2 pposer al | eges ownership of three registrations for the mark
TASVMANI AN DEVIL; two registrations for the TASMANI AN DEVI L
Design mark; and two registrations for the mark TAZ.

The nost pertinent of these are the three registrations for
t he mark TASMANI AN DEVI L

Reg. No. 1, 836,849; which covers “t-shirts and dormshirts”;
regi stered May 17, 1994; Section 8 and 15 affidavit accepted and
acknow edged,;

Reg. No. 1,998,467; which covers various goods in C ass 28;
regi stered Septenber 3, 1996; and



Section 43(c); that applicant’s use of its mark is

unl awf ul under United States Food and Drug Adm nistration
and Bureau of Alcohol, Tobacco and Firearns regul ati ons;
and that applicant commtted fraud at the tinme of filing
its application by signing a fal se declaration.

On February 19, 2002, the Board granted opposer's
nmotion for leave to amend its notice of opposition. The
anmended opposition clainmed, in addition to restating the
above clainms, that “Applicant has admtted that it is not
the owner of the mark sought to be registered.
Accordingly, the opposition should be sustained because
the application is void ab initio.” Anended Notice of
Opposition, paragraph 25. In answer to paragraph 25 of
t he amended notice, applicant states that “Applicant
admts that it was the exclusive |licensee of the mark at
the time of filing the application.” Answer to Amended
Noti ce of Opposition, p. 4. Applicant denies the
remai ni ng salient allegations of the conplaint.

On COctober 15, 2002, opposer filed a nmotion for
sunmary judgnment on five of the pleaded grounds in the
notice of opposition: ownership, deception, geographic

descriptiveness (or m sdescriptiveness), and fraud.

Reg. No. 2,033,589; which covers various goods in C ass 16;
regi stered January 28, 1997.



Applicant filed a response to opposer's notion for
sunmary judgnment, and opposer filed a reply brief.

Opposer also filed a cross-notion to strike
applicant's response as being untinely. Wile
applicant's response is technically untinely by six days,
because it aids in our understanding of the issue of
ownership of applicant's mark, we have consi dered
applicant's response. Accordingly, opposer's notion to
strike is denied.

In its response to opposer's notion for sunmary
judgnment, applicant makes the foll owi ng statenent:

Applicant, Steinbeck Brew ng Conpany, Inc. dba

Buffalo Bill’s Brewpub, hereby stipulates to the

entry of a Mdtion for Summary Judgnent, wi thout

prejudi ce, pursuant to the undisputed fact that

the Applicant was a licensee of the mark

TASMANI AN DEVI L and Design which were (sic) the

subj ect of Applicant's Application to register

said mark and Design. Applicant m stakenly

believed that Applicant’s right pursuant to the

Li cense Agreenent by and between Applicant and

t he owner of the mark TASMANI AN DEVI L provided

sufficient authority for the Applicant to file

for the subject registration.

Applicant “both generally and specifically opposes
t hose other portions of the Opposer’s notion for summary
judgnment” that allege that the mark is deceptive or

geographic, or that applicant commtted fraud on the

O fice. Applicant's Stipulation to Opposer’s Mtion for

Sunmary Judgnment (on Specified G ounds) and Parti al



Opposition in Connection Therewith (Specified G ounds),
pp. 1-2.

| f an applicant does not own an applied-for mark on
the application filing date, the application is void.
See Trademark Rule 2.71(d); Huang v. Tzu Wei Chen Food
Co. Ltd., 849 F.2d 1458, 7 USPQ2d 1335 (Fed. Cir. 1988);

and TMEP 81201. 02(b). Applicant has indicated that it
was not the owner of the mark when it filed the
application. Thus, as a matter of |law, the application
is void. Summary judgnent is appropriate where the
nmovant has established that there is no genuine issue of
material fact in dispute, thus |eaving the case to be
resolved as a matter of law. Fed. R Civ. P. 56(c). 1In
this case, there is no genuine issue of material fact in
di spute on the issue of ownership of the mark.

Accordi ngly, opposer's notion for sunmary judgnent
on the pleaded issue of ownership is granted; the
remai ni ng pl eaded i ssues upon which opposer's notion is
based, as well as the remaining pleaded issues in the
notice of opposition, are noot; the opposition is hereby
sustained and registration to applicant is refused.
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